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Reply to Office Action of June 25, 2009 

REMARKS 

Applicants have received the Office Action dated June 25, 2009, in which 
the Examiner: 1) rejected claims 1,4, 11-12, 14, 22, 25, 27 and 28 under 
35U.S.C. § 103(a) as allegedly obvious due to U.S. Pub. No. 2006/0107036 
{"Randle") in view of U.S. Pat. No. 6,789,046 {"Murstein")] and 2) rejected 
claims 2-3, 5-10, 13, 15-21, 23-24, 26, 28 and 30 under 35 U.S.C. § 103(a) as 
allegedly obvious due to Randle in view of Murstein in further view of U.S. Pub. 
No. 2002/0120727 ("Cur/ey"). Based on the arguments contained herein, 
Applicants respectfully request reconsideration. 

I. OBJECTION TO USE OF RANDLE AS CITED REFERENCE 

Applicants object to the use of Randle as a cited reference. Applicants' 
application was filed on 10/08/2003. Randle was filed on 10/19/2004. Randle is 
a continuation-in-part of an application filed on 06/11/2003, but Examiner has not 
identified the differences between Randle and its parent. Because Examiner has 
cited to the entire specification of Randle, Applicants cannot determine if the cited 
portion of Randle is new matter when compared to the parent. If Randle is 
substantially the same as its parent, Applicants request citation to the parent. 
Absent such citation, Applicants submit that Examiner has not established a 
prima facie case of obviousness because Randle is not admissible art under 
§ 103 and claims 1-30 should be allowed. 

II. REJECTIONS UNDER § 103 

Dependent claim 5 recites, in part, "use of a service registry and a service 
composition engine." Dependent claims 7, 15, 16, 18, and 26 recite similar 
limitations. However, the cited references fail to teach or suggest the quoted 
limitation. In rejecting claim 5, Examiner cites Randle, Murstein, and Curley 
generally as allegedly teaching the quoted limitation. However, the cited art fails 
to teach or suggest the quoted limitation. Applicants submit that absent citation to 
specific portions of the references, Examiner has not established a prima facie 
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case of obviousness. Furthermore, no other art of record teaches or suggests the 
limitations as required by the claims. For at least this reason, dependent 
claims 7, 15, 16, 18, and 26 are allowable over Randle in view of Murstein in 
further view of Curley. 

Examiner failed to address the subject matter of independent claims 22, 
25, 27, and 29. Applicants submit that absent citation to specific portions of the 
references, Examiner has not established a prima facie case of obviousness. For 
at least this reason, independent claims 22, 25, 27, and 29, along with dependent 
claims 23, 24, 26, 28, and 30, are allowable over Randle in view of Murstein in 
further view of Curley. 
III. CONCLUSION 

In the course of the foregoing discussions, Applicants may have at times 
referred to claim limitations in shorthand fashion, or may have focused on a 
particular claim element. This discussion should not be interpreted to mean that 
the other limitations can be ignored or dismissed. The claims must be viewed as 
a whole, and each limitation of the claims must be considered when determining 
the patentability of the claims. Moreover, it should be understood that there may 
be other distinctions between the claims and the cited art which have yet to be 
raised, but which may be raised in the future. 

Applicants respectfully request reconsideration and that a timely Notice of 
Allowance be issued in this case. It is believed that no extensions of time or fees 
are required, beyond those that may otherwise be provided for in documents 
accompanying this paper. However, in the event that additional extensions of 
time are necessary to allow consideration of this paper, such extensions are 
hereby petitioned under 37 C.F.R. § 1.136(a), and any fees required (including 
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fees for net addition of claims) are hereby authorized to be charged to Hewlett- 
Packard Development Company's Deposit Account No. 08-2025. 

Respectfully submitted, 

/Tim D. Chheda/ 



Tim D. Chheda 
PTO Reg. No. 60,752 
CONLEY ROSE, P.C. 
(713) 238-8000 (Phone) 
(713) 238-8008 (Fax) 
ATTORNEY FOR APPLICANTS 

HEWLETT-PACKARD COMPANY 
Intellectual Property Administration 
Legal Dept., M/S 35 
3404 E. Harmony Road 
Fort Collins, CO 80528-9599 
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